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In THE 


Hmtefc Clatra (Cnurt nf Apprala 

For the Second Circuit 


-*- 

Appeal No. 74-2139 

- «- 


lly.MAN Kkamek, doing business as 
Hy Kramer Enterprises, 

Plainti ff-A ppellant, 
v. 

r 

Duralite Company, Inc., and U & A Machine Works, Inc., 

Defendant-Appelle e. s. 


On Appeal From The United States Distriot Court 
For The Southern District of New York 

- 1 - 

REPLY BRIEF FOR APPELLANT 


INTRODUCTORY STATEMENT 

Little need be said by way of reply to the “Brif.f for 
Defendant-Appellef.” herein (“the (J & A brief” herein- 
after). Having no bona fide legal argument to make in 
response to plaintiff-appellanfs main brief, counsel for (5 & 
A lias resorted to an extreme, unlawyerlike, ealumnious, 
personal attack upon plaintiff-appellant, has attempted to 
confuse this Court as to the real issues presented on ap¬ 
peal, and lias sought to interject into this appeal a eredi- 
bility issue whicli plaintiff-appellant has already conceded. 











in liis inain brief (at pp. 8, 15) arguendo and only for 
purposes of this appeal, for tJu* express purpose of focus- 
ing tlns Court** attention on tho errors of law cominitted 
by tlu* Trial Court. Additionally, the G ce A brief is preg- 
uant witli important adniissions to which defendant-appel- 
lees sliould be held. 

Accordingly, Kramer relies upon and respectfully urges 
tliis Court’s renewed attention to the arguments already 
well made in liis inain brief, none of which were met by the 
0 & A brief, in order to avoid unnecessary repetition in tliis 
reply brief. The scope of this reply brief will be limited 
to incorporating the principal adniissions of tlie G & A 
brief into Kramer's arguments and to exposing tlie blatant 
attempts by (i & A to inislead this Court. 


ARGUMENT 
POINT 1 

IT IS IMPORTANT TO REMAIN FOCUSED ON THE 
SPECIFIC BASIS UPON WHICH THE TRIAL COURT 
AWARDED ATTORNEY FEES 

The Trial Courfs Opinion and Order (App. 13!)a-144a) 
States but one basis for the award of attorney ftes, to wit: 
fraud on tlie Patent OPiee: 

“In his direct testimony Kramer reiterated the claim 
that lie was the sole inventor of tlie leg liinge bracket 
in much the sanie words as the oath he subscribed to in 
his application for the patent. I find that this testi- 
nionv of tlie plaintifT was totally incredible and wholly 
false.” (App. 142a) (Emphasis supplied). 

And subsequently: 

“. . . plaintilT was not the creator of the design or 
device and lied wlien he said he was.” (App. 143a) 
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The foregoing and sole finding of fraud in this case is 
founded, in part, upon the Trial Court's misconception 
tliat: 

. . . tliis case presents the once-in-a-lifetinie situation 
wherein the defendant . . . argues that . . . someone 
I Gonsahes] other than the patent owner [Kramer] 
invented it. (App. 142a) (Emphasis supplied). 

1 hus, it is ciear that the Trial Court founded its award 
of attorney fees lierein entirely upon its erroneous conclu- 
sion of law that Kramer committed fraud upon the Patent 
Office vlien he subscrihed and swore to the conventional 
oath prescribed by 35 U.S.C. § 115, stating, inter alia, that: 
“I verily believe that I am the original, first and sole 
imentor of the invention . . (Emphasis supplied). The 
Principal issue on appeal, then, is: based upon the uncon- 
tested conception of the improved hinge bra<*ket by Kramer 
and lus roduction to practiee of this conception with the 
assistance of Gonsalves, was Kramer entitled to a reason- 
able belief that he was its sole inventor? If his contribu¬ 
tum to the invention entitled him to entertain such a 
reasonable belief, then lu* did not lie to the Pate.it Office, 
aml no attorney fee award was warranted. Even if the 
I rial ( ourt had considered the difficult body of law relating 
to sole versus joint inventorship, had applied it to the 
ascertained and ascertainable facts and had concluded that 
Kramer was only a joint inventor, no attorney fee was 
warranted. 

T.iis appeal is not concerned, as the G & A brief (at pp. 
6, IS) would liave us believe, with inventorsliip over the 
prior art. As has been amply demonstrated in Kramer’s 
main brief (at pp. 10-12), sole versus joint inventorsliip 
is a nmmon and difficult patent problem. And the G & A 
briet (at pp. 13, 14 and 17) admits that such is the case. 
The rrml Court, in apparent ignorance of the applieable 
body of law, simply did not consider and apply it to the 
ascertained and ascertainable facts of this case even 
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though Kramer fully briefed the pertinent law and facts in 
his l\u!e 52(b) motion (App. 152a-l(38a) and begged the 
Trial Court to reeonsider its error. 

POINT II 

THERE ARE NO CREDIBILITY ISSUES OR EVEN 
ISSUES OF FACT INVOLVED IN THIS APPEAL 

Ivranier does not for one instant concede that any of 
(i & A’s hvsterical cliarges of perjury are true. Wliile 
there are sonie minor diiTerences in tlie apparent respeetive 
recollections of Kramer and Gonsalves as to transactions 
whicli occurred many years before trial, there is also a 
high degree of correspondence in their respeetive testi¬ 
moniis as to those facts whicli are niaterial and relevant 
to the Central issuc presented by this appeal. 

Nevertlieless, in order to avoid confronting this Conrt 
witli any issues of credibility or fact whatsoever on this 
appeal, Kramer subinits that this Court may, for purposcs 
of this appeal only, trcat Kramer’s entire fact testimony 
as non-existent or erroneous in every respect where it dif¬ 
fers from that of (J & A’s witness, Gonsalves. As will then 
be seen, the niaterial portions of Gonsalves’ testimony, 
upon whicli Kramer relies on appeal, are bolstered by 
the Trial Court’s scant findings of fact and, as it now 
appears, by the admissions contained in the G & A brief. 


POINT III 

KRAMER WAS THE SOLE INVENTOR OR, AT THE 
VERY LEAST, ENTITLED TO BELIEVE 1 HAT HE WAS 

As is fully detailed at pages 15-17 of Kramer’s main 
brief, based on Gonsalves’ testimony alone, Kramer con- 
ceived the essential features of the improved hinge braeket, 
gave Gonsalves detailed instructions as to the design of 
the braeket, supervised Gonsalves’ work and approved the 



final design. Wlien the law on sole versus joint inventorship 
as established by the Supreme Court in Agawam Co. v. 
Jordan, 74 U.S. 583, 602 (1860) (inain brief, pp. 13-14), 
and restated in Minerals Separation, Ltd. v. Ilyde, 242 
U.S. 261, 270 (1916) (inain brief, p. 14), is applied to the 
facts established by Gonsalves’ testimony alone, there can 
be no doubt that Kranier is the sole inventor or. at the 
very least, entitled to a reasonable belief that he is. 

Moreover (see main brief, pp. 6-7), the Trial Court itself 
found that Kranier alone conceived the essential feature 
(and others) of the unproved bracket, but it failed to apply 
the pertinent law to its own findings. 

Finally (G & A brief, at p. 20), G & A itself has char- 
acterized Gonsalves’ testimony as attributing the essential 
features of the eonception of the improved bracket to 
Kranier. 

Although Gonsalves said that Kranier directed that 
the critical angle be selected, directed that interlock 
take place, and mucli more, . . .”. 

In view of ali of the foregoing, there can be no question 
of fact as to Kranier’s conceptual activities. It remains 
only tor this Court to apply the pertinent law and identify 
Kranier as the sole inventor. Even the Trial C'ourt’s ac- 
knowledged discretion to award attorney fees in an excep- 
tional case under 35 U.S.C. § 285 cannot be founded upon 
an erroneous conclusion of law. 

POINT IV 

DEFENDANT-APPELLEES HAVE MISLED THIS 
COURT W1TH RESPECT TO THE ATTORNEY FEE 
RATES ASSIGNED IN THE BARR CASE 

With respect to “Point Two” of the G & A brief, which 
argues the amount ot the attorney fee award herein, 
Kramer stands by tlie arguments contained in “Point II” 
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of his main brief (pp. 20-25) (These arguments are ampli- 
fied in “Plaintiff's Memorandum with Respf.ct to the 
Amount of Attorney Fees Awarded to Defendant” in- 
cluded in the Joint Appendix at pp. 212a-239a). However, 
with respeet to tliis sanie subject matter and, particularly, 
the appropriate “rates” to be applied, the G & A brief is 
misleading when it States (at p. 28) with respeet to the 
Barr cases: 


“It shonld be noted tliat the District Court rnling as 
to the iinding of perjury was reversed above, . . . and 
tliat perliaps nmy have been one of the circumstanees 
wliieli le<l Judge Frankel to his determination as to 
anionnts.’’ 

Judge Frankel detennined the anionnts in an opinion dated 
Januarv 10, 1008 (liarr Rubber Products Company v. Sun 
Rubber ( o., 270 F. Supp. 40 (S.D.N.Y. 1068), rev'd in 
part, 425 F. 2d 1114 (2d Cir. 1070), cert. denied, 400 U.S. 
878 (1070), a full fifteen nionths before he was reversed by 
tliis Conrt (Barr Rubber Products Company v. Sun Ruldx r 
Company, 425 F. 2d 1114 (2d Cir. 1070), cert. denied, 400 
F.S. 878 (1970). 


POINT V 

ATTORNEY FEES ON APPEAL TO G & A ARE NOT 
WARRANTED 

I nde • “Point Threk” (pp. 20-30) of the G & A brief, a 
prayer for attorney fees on appeal is presented by G & A. 
Titi t* 35 U.S.C. § 285 provides only tliat the court “in ex- 
ceptional cases’’ may make an award of attorney fees to 
the prevailing party. The only notable exceptional aspect 
of tliis appeal to date is the unnecessary and unreasonable 
vilification of Krainer by G & A’s counsel in the G & A 
brief. The cases cited by G & A are completely inapposite. 
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POINT VI 

THE G & A BRIEF IS DELIBERATELY MISLEADING 
AS TO THE DEGREE OF PARTICULARITY WITH 
WHICH THE FRAUD ALLEGED AT TRIAL WAS 
PLEADED HEREIN 

Under “Point Foun” of its brief (at pp. 33-34) G & A 
deliberatelv seeks to mislead this Court. Contrnry to the 
argument made (without quotatio-ns) at pp. 27-28 of 
Kramer’s main hrief, G & A asserts tliat its charge of 
fraud on tli<* Patent Office by Kranier was adequatelv par- 
ticularized as required by law (Rule 9(b) F. R. Civ. Proc.) 
so that it was the fault either of Ivramer or his former 
counsel that Mr. Bumgardner had to cross-examine 
Gonsalves on the particulars of this charge less than one 
hour after he had heen apprised of tliem for the first time. 
In support of this assertion, G & A quotes twice from its 
pleadings, the first being most pertinent (G & A brief, 
p. 33): 

“That the PlaintiiT Hyman Kramer committed fraud 
on the Patent Office by reason of falsely making oath 
that he was tlie first inventor of the invention as set 
forth in each and everv one of claims 1 through 3 . . .” 

Those three little dots (...) are substituted for the follow- 
ing higlily pertinent cliarges (See App. 23a-24a. a portion 
of an Amendment to Answer by Stipulation): 

“. . . [continuing] as originally filed with the patent 
application Serial No. 458,148 whith has matured into 
the patent in suit, while having full and actual knowl- 
edge of prior articles of manufacture which were in- 
vented or designed by others and which fully or ef- 
fectivelv anticipate said daims 1 through 3 and by 
PlaintifT Hyman Kramer’s misrepresentation as to 
his state of knowledge at the time said patent appli- 
cation was filed.” 



8 


Tliis routine charge of fraud on the Patent Office by failure 
to cite the most pertinent prior art known to the inventor 
at the time of filing of the patent applioation was not only 
completely non-informative of the nature of the actual 
fraud charge to Ite made at trial, but was deliberatelv mis- 
leading to Kramer and his former counsel. Neither had 
the opjtortunity or knowledge based on tlie pleadings to 
ad vi se Mr. Bumgardner as to even the general nature of 
the partciular fraud charge which would be pursued at 
trial. Mr. Bumgardner had no opportunity to ascertain 
tlie full parti cui ars of the fraud charge until the comple- 
tion of Gonsalves’ dirt*ct testiinony. 

In being eompellod to attempt to rebut tliis serious and 
spurious criminal cliarjge af-ter less thnn ane lionr’s noti ce 
of its particulars, Kramer and his trial counsel are clearly 
witliin the ambit of Pourll v. Alabama. 287 U.S. 45, 59 
(19.42), which quoted with 'tpproval Commonuealtli v. 
0’heefe, 298 Pa. 1(!9, 175, 148 A. 73, 74-75 (Supreme Ot., 
Pa. 1929). In O Kcefc, the defendant had a luxurious fi ve 
hour lapse of time hetween arrest and trial. There has 
boen no due process ot !aw in tliis aspeet of the case. The 
Trial ( ourt apparentlv did not even read or considor 
Kramer's Bule 52(b) Motion on the law and establislied 
facts of inventorship, and (i & A’s counsel, who was caught 
umnvares in the midst of his preparation of a response to 
that rnotion by the Trial Gourt’s off hand denial thereof 
in ali respects, apparentlv does not disputo this faet. 

G & A lamely asserts (at p. 34 of its brief) that the 
mere identification of Gonsalves’ signature on exhihit K 
prime should havo fully apprised Kramer and his former 
counsel of the particulars of the fraud charge. 
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C0NCLUS10N 

I. Tho decision of the Trial C’ourt, filed December 20, 
1973, sliould be reversed insofar as it held “that tho plain- 
tiff was not the creator ot“ the Lpatented] design or device 
and lied when he said lio was” and found “that this is such 
an exceptional case that attorney’s fees are warranted 
under the provisions ot' 35 U.S.C. § 285.” 

II. This Court sliould afford plaintiff-appellant such 
other, 1‘urther and different relief as appears to be ap- 
propriate in view of the arguments made herein. 

Bespectfullv submitted, 

Harvey E. Bumgardner, Jr. 

Attorney for Plnintiff-Appellant 

1230 Avenue of the Americas 

New York, New York 10020 

Telephone: (212) 489-4541 


Of Counsel: 

Barbara Bumgardner 
Abthur, Dry & Kaush 
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ADDENDUM 

Federal Rules of Civil F , roeeduro, 28 U.S.C.: 

Ride 9 Pleading Speeial Matteis 

* * « * 

(b) Fraud, Mistake, Condition of the Mind. In ali 
avennents of fraud or mistake, t lu» eireumstancys 
constituting fraud or mistake slia.l be stated with 
partieularity. Maliee, intent, knowledge, and other 
condition of mind of a person may be averred gen¬ 
erali y. 



I 
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Peter L. Berger, Esq. 
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Harvey E. Bumgardner, Jr. 
Attorney for Plaintiff-Appellant 




li 










